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United States House of Representatives
Committeeonthe Judiciary
Subcommittee on Courts, the Internet and Intellectual Property

Ladiesand Gentlemen:

The Minnesota Intellectual Property Law Association, an affiliate of the Minnesota State Bar A ssociation, represents over 600
attorneys and agents involved in handling patent, copyright, and trademark matters on behalf of both corporate clients and
individuals.

Our organization strongly opposes the fee legidation (Reauthorization Act, Fiscal Year 2003) recently and suddenly proposed
by the U.S. Patent and Trademark Office. The proposed feeincreases would be substantial, especially in the high-tech
industriesthat help drive the U.S. economy. Resulting dramatic changes in practice would severely and negatively affect the
enforceability and value of patents. Further, and of key concern, this effective “tax” on inventors and applicants would not be
used to improve USPTO service, but would instead be largely siphoned off for other government purposes.

While there may be some merit to the concerns that the legidlation is said to address, the legislation will only serve to exacer-
bate those concerns, while creating others aswell. The legislation will not simplify processing patent applications, instead it
will makeit even more complex, as applicants continue their attempt to seek the broadest permissible protection, while
ameliorating thefinancial cost. Perhaps most importantly, the legislation would serve to effectively weaken the economic
value of intellectual property of U.S. industry on the global market, by putting U.S. applicants at a distinct procedural and
financial disadvantage as compared to the rest of the world.

With regard to processitself, we believe it isimproper to push through this significant overhaul of the patent system asa
“mere”’ appropriations bill without study and public debate of itslikely deleteriousimpact onthe U.S. economy.

The U.S. Constitution mandates that Congress establish a patent system “To promote the Progress of Science and useful
Arts’ (emphasis added). The U.S. economy isthe largest in theworld. It was built using the successful current patent fee
system, through which fees have increased periodically over the years, and generally in direct response to legitimate con-
cerns. Inturn, U.S. businesses invest heavily here to develop and protect their inventions, with the patent system protecting
that investment by allowing patent holders to exclude others from copying the patented technology for alimited time.

The proposed fee structure would not impose minor additional expense that would be comfortably absorbed by industry.
Rather, it would exponentially increase the application feesfor patents with multiple claims, necessitating radical changesin
practice. In applications covering complex inventions, proper protection often requires on the order of hundreds of claims, of
which ascore or more might be “independent” in form. While the current fees for such an application might total in therange
of several thousand dollars, at most, the corresponding fees under the proposed legidlation would amount to several hundred
thousand dollars or more. Yet other applications, although unusual and expensive even by today’s standards, would incur
fees of several billions of dollars under the proposed new structure.

The use of patent claims, including the use of various claim styles and formats permitted by the law, is a necessary profes-
sional practice, not a frivolous waste of words. The justifications presented for the revised fee schedule state that one
objectiveisto makethefiling of asignificant number of claimsincreasingly financially burdensome so the PTO will have fewer
claimsto examine. By contrast, the very case law that practitioners must take as their guidance supports the premise that the



applicant may pursue al claims believed necessary to protect the various aspects of an invention. Moreover, significant other
changes have been imposed on the patent practice and patent owners over the past few years, including severe limitations
that have been effectively placed on application of the “Doctrine of Equivalents’.

All of these changes, including severely restricted claim interpretations that have been imposed by at |east some panels of the
Court of Appealsfor the Federal Circuit, have prompted the patent practice to the style of claim drafting in common use today.
It isimportant to remember that complex inventions often require many independent claimsin order to fully and adequately
protect the invention.

If anything can be done to affect change in thisregard, it will require a careful attempt to address those underlying causes, as
compared to awholesale and blind attempt to affect behavior by simply taxing it severely.

We ask the Committee members to consider these comments, and at the very least, to permit consideration of any such fee
increase to be the subject of public debate and input.

Respectfully submitted

Philip M. Goldman, President
Minnesota I ntellectual Property Law Association

o5 MN Congressional Members
Under Secretary JamesE. Rogan

Letter From The President

Tothe MIPLA Membership: My goalsaresimple, and my role modelsare few.
| am pleased to take thereins as 2002-2003
President of MIPLA at thistime of challenge
and change. Thanks to outgoing President
Brad Forrest for his efforts, successes, and
|eadership over the past year, and for leaving
us with an aggressive agenda and healthy

Inthe words of our esteemed President, wewill find
the non—doers and smoke them out of their caves.

And in the footsteps of Governor Ventura, | am
confident that even | can achieve these goals by
encouraging good, creative people to take active

budget for the year ahead. roles on the Board and the organi zation's commit-
tees. Among the new membersto the Board thisyear, we

The IP profession is undergoing tremendous reform and welcome Professor Carl Moy, to provide along overdue

change — everything from the PTO’s new 21% Century academic perspective, aswell asMaraLiepa, in recognition of

Strategic Plan (and even more recent proposed feeincreases)  her energy and involvement to date.

to the Supreme’s weighing in on Festo, to the hot topic of

“marketing intellectual assets.” Finally, | hopeto follow Brad's“open door” policy with
respect to any input you may have — if you have any ideas to

Itismy goal to make MIPLA avibrant and integral force on offer or want to become more actively involved, please give

behalf of the Minnesota profession. | particularly hope to meacall or email. Any problemsor complaints, you can
increase the organization’s level of involvement and continueto call Brad.

visibility, and in turn, to increase the impact MIPLA hason

our profession — both regionally and nationally. Phil Goldman



Committee Reports

Biotechnology and Chemical Law

During the past academic year, the
Biotechnol ogy and Chemical Law Commit-
tee conducted its usual series of monthly
CLE presentations on topics of current
interest. Two presentations included broad
theoretical discussions of protecting
products of biotechnology and life
sciences. Other presentations got to the
nuts-and-bolts of patent law covering
topicslikethereality of the Hatch-Waxman act, current case
law, and tipsfor drafting meaningful claims. One presentation
provided an overview of biocinformatics.

We are looking forward to making next year another active
year of CLE activities of interest to chemical and biotech
practitioners. Of course, we're always|ooking for volunteer
speakers. Contact meif you wish to volunteer.

Mark Skoog

Copyright Law

During the 2001-2002 year, the Copy-
right law committee met several times
and focused its efforts on providing
education to the public —with at least
three members offering such education.
InMay, Julieand Gillian Uecker
Rosenquist presented a seminar on
completing copyright applicationsfor
Springboard for the Arts. In addition,
Julieisworking with Women Venture to
schedule some copyright and basic intellectual property
rights classes.

Inmid-July, | will be apresenter for the Minnesota Council of
Nonprofit's at their “T2: Mission Technology” event. The
topic will be copyright and general issues relating to websites
for nonprofit organizations.

Gillian Uecker Rosenquist will provide apresentation at the
Minnesota Literacy Council. This presentation will train the
staff on the basics of copyright law and fair use.

Seven Lieske

Useful Websites

Thefollowing hyperlinksare
very useful for peopleinter-
ested in gaining abasic
knowledge of molecular
biology, gene sequencing, and
bioinformatics. | demonstrated
many of theselinksat a
presentation to the Committee
onMay 16, 2002.

Beginner’sGuidetoMolecular Biology:
http://www.iacr.bbsrc.ac.uk/notebook/courses/guide/

BioinformaticsFAQs:
http://bioinformatics.org/fag/ - age

Animation of Transcription tomRNA:
http://www.ncc.gmu.edw/dna/mRNAanim.htm

Animation of Trandation of mMRNA to Protein:
http://www.ncc.gmu.edw/dna/mRNAanim.htm

Discussion of DNA micro-array chips:
http://www.gene-chips.com/

National Library of M edicinet Entrez Sear ch System:
http://www.nchi.nlm.nih.gov/entrez/query.fcgi

Demonstr ation of gene sequencing using Polymer ase
Chain Reaction:

http://mww.hhmi.org/l ectures/biointeractive/vlabs/
index.htm

Three-dimensional protein structuredemonstr ation:
http://mww.rcsb.org/pdb/pe/explorer/
explore htm?d=1A00&

Human GenomePr gj ect:
http://www.wi.mit.edu/news/genome/natureg.html

ExPASy Molecular Biology Server:
http://www.expasy.ch/

Nelson Capes



William Mitchell
Student Intellectual Property Law Association

TheWilliam Mitchell Student Intellectual Property Law Association (SIPLA) provides studentswith agreater
understanding of the technology and opportunities available in Intellectual Property law. In addition to
monthly meetings, SIPL A members participatein anumber of roundtable meetings, law firm tours, MIPLA
events, and social gatherings.

During the 2001-02 school year, SIPLA hosted a number of roundtable events, including talks on Licensing and
Technology Transfer, Trademark Law and Domain Name Disputes. SIPLA also co-sponsored an Entertainment
Law Symposiumfor 2.5 CL E creditswith theWilliam Mitchell Law Review.

Participationin SIPLA continuesto climb. SIPLA has already begun preparations on eventsfor next year,
including more roundtable events and the addition of moot court competitions.

TheWilliam Mitchell SIPLA officersfor 2002-03 are:
Gretchen Randall - President - grandall @wmitchell.edu
Erik Drange - President-Elect - erik_drange@adc.com
ChrisSullivan - Secretary - csulliv2Z@wmitchell.edu
KatherineKelly - Treasurer - kell0404@umn.edu

Jay Brooks




January Inventors & Authors Dinner
MINNESOTA
MIPLA v
o 7 assoaamion.

Inventor Bjorn Stansvik of MentorMate (inventor of PDA-based educational
software); guest speaker Paul Douglas of WCCO (inventor of weather forecast-
ing system); and MIPLA president Brad Forrest.

F

Paul Douglas congratulates Bjorn Stansvik.

[Specia thanks to Steve Schaefer for submitting these photos.]
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All MIPLA members are encouraged to submit
articles pertaining to intellectual property law
issues for publication in New Matter. Please send
your articles to Eduardo Drake by e-mail,
edrake@slwk.com, or by conventional mail to
Schwegman, Lundberg, Woessner, and Kluth PA.,
121 S. Eighth Street, Suite 1600, Minneapolis MN
55402. Submissionsin electronic format (e.g. on a
diskette or by e-mail) are preferred.

MIPLA Committees

They exist to serveyou. . . but they don’t exist without
you.

A MIPLA committeeis created whenever MIPLA
members have enough interest in aparticular 1P
subject matter or procedural area. For example, the
Women in Intellectual Property Law Committee didn’t
exist five years ago and today it's one of our most
active groups. Last year, our Patent and Trademark
Office Committee became very activein responseto a
proposed USPTO Rule change. All of our current
committees have volunteer chairs except for the Small
Business Committee. The Board will disband this
committeeif no one steps forward to chair it.

If you would like to chair our Small Business Commit-
tee or propose the formation of a new committee, give
meacall.

Phil Goldman
MIPLA President
612-347-7088

pgoldman@fredlaw.com

www2.mnbar.org/mipla

The MIPLA website includes:

* MIPLA Schedule of Events

* Jury Instructions

» Committee Chair Names
 Listing of approved MIPLA CLEs
» Hot Linksto Other IP Websites
¢ New Matter

Makeit aBOOKMARK today!

Send your comments about the MIPLA website to Eduardo
Drake, edrake@slwk.com.
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Phone: 763-560-0294

Fax: 763-560-0341

E-Mail: wflynnlaw@earthlink.net
anActive

David N Fogg

Fogg Slifer Polglaze Leffert & Jay PA
150 S Fifth St #1900

Minneapolis, MN 55402

Phone: 612-312-2200

Fax: 612-312-2250

E-Mail: fogg@fsplj.com

anActive

Elisabeth Lacy Belden

Medtronic Inc

7000 Central Av NE

MS300

Minneapolis, MN 55432

Phone: 763-514-4083

Fax: 763-514-6982

E-Mail: lacy.belden@metronic.com
anActive

William F Prout

Schwegman L undberg Woessner & Kluth
PA

121 SEighth St #1600

Minneapolis, MN 55402

Phone: 612-373-6900

Fax: 612-339-3061

E-Mail: wprout@slwk.com

anActive

NicholasR. Baumann

1488 BredaAv

St Paul, MN 55108-2607

Phone: 651-647-4906

E-Mail: nbaumann@wmitchell.edu
a Student

Thomas G Dickson

Patterson Thuente Skaar & Christensen PA
80 SEighth St #4800

Minneapolis, MN 55402

Phone: 612-349-3004

Fax: 612-349-9266

E-Mail: dickson@ptslaw.com

anActive

Bradley J Thorson

Patterson Thuente Skaar & Christensen PA
80 SEighth St #4800

Minneapolis, MN 55402

Phone: 612-349-5756

Fax: 612-349-9266

E-Mail: thorson@ptslaw.com

anActive

Nancy A. Johnson

16244 Jatos Cir

Lakeville, MN 55044

Phone: 952-892-6179
E-Mail: njohnson@mrgs.com
a Student

Ann Marie Ladd

Fredrikson & Byron PA
200 S Sixth St #4000
Minneapolis, MN 55402
Phone: 612-492-7124
E-Mail: dadd@fredlaw.com
anActive

AddressChanges

William R Berggren

7090 43rd St N

Oakdale, MN 55128

Phone: 651-735-1085

E-Mail: wrberggren@atthi.com

DavidR Cleveland

IPLM Group PA

1300 NE Godward St #6600
Minneapolis, MN 55413-1741
Phone: 612-331-7412

Fax: (612) 331-7401

E-Mail: dcleveland@ipl mgroup.com

Michael A Essien

Larkin Hoffman Daly & Lindgren Ltd
7900 XerxesAv S#1500
Bloomington, MN 55431-1194
Phone: 952-896-3327

Fax: 952-896-1537

E-Mail: messien@lhdl.com

Kathryn M Howard

9930 Old Chatham Rd

St Louis, MO 63124

E-Mail: km_howard@msn.com

James L Johnson

Marsh Fischmann & Breyfogle LLP
51 Broadway #502

Fargo, ND 58102

Phone: 701-293-7680

Fax: 701-293-0286

E-Mail: jjohnson@mfblaw.com

George W Jonas

3M Innovative Properties Company
220-11W-01

PO Box 33427

St Paul, MN 55133-3427

Phone: 651-736-6933

E-Mail: jwjonas@mmm.com
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Paul E Lacy

The Law Office of Paul E Lacy
PO Box 767

Stillwater, MN 55082-0767
Phone: 651-439-8090

Fax: 651-439-9767

E-Mail: placyesg@msn.com

Robin A Sannes

IPLM Group PA

1300 NE Godward St #6600
Minneapolis, MN 55413-1741
Phone: 612-331-7419

Fax: (612) 331-7401

E-Mail: rsannes@iplmgroup.com

Michael G. Smith

Lee& HayesPLLC

421 W Riverside #500

Spokane, WA 99201-0405
Phone: 509-324-9256 x 243
Fax: 509-323-8979

E-Mail: michael @leehayes.com

Brian JWalsh
Zymogenetics

1201 Eastlake Av E
Seattle, WA 98102-3702
Phone: 206-442-6540
Fax: 206-442-6678
E-Mail: walshb@zgi.com




Application for Membership/Address Change

Please Check:
(W Address Change
(W Application for Member ship

Name

Business Address or

Home Address

Business Telephone

Fax

Home Telephone

E-mail Address

1. Class of Membership O Active U Student/Graduate
2. Are you admitted to practice US PTO? O Yes O No
3. Are you admitted to the bar? O VYes O No
State(s)
4. Areyou actively engaged in practice of U Yes d No

intellectual property law?

5. Are you amember in good standing of U Yes d No
of the Minnesota State Bar Association?

6. For Student/Graduate membership:

Law school and year of graduation.

Annual duesin the amount of:
O $100 Active Member $10 Student
U $50 Active Member (from January 1 thru June 30)

Return to: Minnesota State Bar Association, Attn: Sue Bores, MIPLA Administrator, 600 Nicollet Mall, Suite
380, Minneapolis MN 55402.
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